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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Qui ckl aw Anmerica Inc., by change of nane from Current
Legal Resources, Inc., has appealed the final refusal to
regi ster UNI TED STATES CODE ONLI NE for “providing the

updated and editorially enhanced text of the U S. Code in

' Wth its conmunication filed February 2, 2001, applicant has

advised the Ofice that its mark “has been transferred” to Legal
Content Inc. |If applicant w shes any resulting registration to
issue in that nane, it nust record the assignment or other
transfer docunent with the U S. Patent and Trademark O fi ce.
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an on-line format, via a gl obal conputer network.”EI

Regi strati on has been refused pursuant to Section 2(e)(1)
of the Trademark Act, 15 U. S.C. 1052(e)(1), on the ground
that the mark is nerely descriptive of applicant’s
services, and pursuant to Section 2(d) of the Act, 15
U S. C 1052(d), on the ground that applicant’s mark so
resenbl es the mark UNI TED STATES CODE ANNOTATED, previously
regi stered for a “series of annotated books and panphlets
dealing with the Constitution of the U S. and the General
and Permanent Statutory Laws of the U.S.,”EI as to be likely,
when used in connection with applicant’s identified
services, to cause confusion or m stake or to deceive.
Appl i cant and the Exam ning Attorney have submtted
briefs, but an oral hearing was not requested.
We turn first to the refusal based on Section 2(e)(1).
A mark is nmerely descriptive, and therefore prohibited from
registration by Section 2(e)(1) of the Act, if it
i mredi ately conveys information concerning a quality,
characteristic, function, ingredient, attribute or feature

of a product or service. It does not have to describe

2 Application Serial No. 75/521,756, filed July 20, 1998. The
application was filed based on a bona fide intention to the use
the mark; on Septenber 14, 1998 applicant filed an anendnent to
al | ege use asserting first use dates of August 5, 1998.

3 Regi stration No. 1,232,666, issued March 29, 1983; Section 8
affidavit accepted; Section 15 affidavit received.
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every one of these. It is sufficient if it describes a
single, significant quality, feature, function, etc. 1In re
Venture Lendi ng Associ ates, 226 USPQ 285, 286 (TTAB 1985).
See also Inre HUD.D.L.E, 216 USPQ 358 (TTAB 1982); In
re MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Applicant’s services are identified as “providing the
updated and editorially enhanced text of the U S. Code in
an on-line format, via a global conputer network.” The
identification and speci nens make cl ear that applicant
provides, in an on-line format, the text of the United
States Code. The term UNI TED STATES CODE nanes the subj ect
matter of applicant’s services. As applicant has pointed
out, “United States Code” is the statutory nane given to
the conpilation of laws of the United States. As applicant
has acknow edged, the term UNI TED STATES CODE “is merely
descriptive; it nmerely indicates that the rel evant goods or
services involve a presentation of the federal government’s
of ficial arrangenent of federal |aws, which arrangenent is
officially nanmed by statute as the ‘United States Code’ .”
Brief, p. 4. The word ONLINE al so has a readily understood
nmeani ng, as the identification shows. Wen the words are
conbined in the mark UNI TED STATES CODE ONLI NE and used in
connection with the identified services, it imrediately and

directly conveys information about the subject matter
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presented by applicant, and the node by which it is
provi ded.

Applicant asserts that its mark is not nerely
descriptive because it does not nake the United States Code
available on line as a “static and |linear body of text,”
but updates its presentation on a daily basis, provides a
nmet hod of perform ng various types of searches, and a
system of hyperlinks enabling a user to junp directly from
one place in the text to a related place. Brief, p. 5.
However, as noted above, it is not necessary that a term
descri be each of the characteristics of an applicant’s
services in order to be found nerely descriptive. 1In this
case, the mark describes an essential characteristic of
applicant’s on-line services, nanely, that the subject
matter includes, and indeed focuses on, the United States
Code. As such, it is merely descriptive of applicant’s
services. The fact that the mark does not al so describe
t he vari ous enhancenents by which a consuner may search the
United States Code does not avoid such a finding.

Nor are we persuaded by applicant’s argunent that the
j uxtaposition of UNI TED STATES CODE and ONLINE in the mark
has an incongruous meani ng because the United States Code
originally existed only in a print format. It is common

know edge that nmany reference materials that once were
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found only in paper formare now avail abl e t hrough conputer
networks. For exanple, in the legal research area (the
area in which nmany of applicant’s consuners woul d
practice), law reports which were previously avail able

t hrough book series are now avail able on-line and through
conput er data bases, through such services and products as
LEXIS and BNA's Intellectual Property Library on CD. Such
consuners will not see any incongruity in the mark UNI TED
STATES CODE ONLINE; they will inmediately recognize that
the United States Code is being presented in an on-1line
version, just |like many other |egal volumes. Applicant’s
reliance on In re TBG Inc., 229 USPQ 759 (TTAB 1986)

( SHOAROCOM ONLI NE found not nerely descriptive) is

m spl aced; as explained in In re Putman Publishing Co., 39
UsP2d 2021 (TTAB 1996), SHOAROOM was suggestive for that
applicant’s services because the applicant did not sell or
| ease interior furnishings, or otherwi se offer through its
conput er dat abase | easing service materials akin to that
offered by a showoom The present case is nore akin to
Put nam in which FOOD & BEVERAGE ON-LI NE was found to be
nmerely descriptive of “a news and information service
updated daily for the food processing industry, contained

in a database.” Just as in Putnam applicant’s mark
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descri bes the subject matter it presents and the nmethod by
which it presents it.

Accordingly, the refusal of registration on the ground
that the mark is nerely descriptive of the identified
services is affirnmed.

This brings us to the refusal on the ground that
UNI TED STATES CODE ONLI NE for “providing the updated and
editorially enhanced text of the U S. Code in an on-line
format, via a global conputer network” is likely to cause
confusion with UNI TED STATES CODE ANNOTATED for “series of
annot at ed books and panphlets dealing with the Constitution
of the U S. and the General and Permanent Statutory Laws of
the U S.” In making our determination as to whether there
is a likelihood of confusion, we nust consider all relevant
factors as set forth inInre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Each of the
factors may fromcase to case play a dom nant role.

Kel | ogg Conmpany v. Pack’ em Enterprises, Inc., 951 F.2d 330,
21 USPQ2d 1142 (Fed. Cir. 1991).

In this case, three of the nost inportant factors are
the simlarities of the marks, the strength of the
regi stered mark, and the sophistication of the purchasers

of applicant’s services and the registrant’s goods.
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As noted above, the term“United States Code” is the
termused by statute to refer to the laws of the United
States, and is not entitled to exclusive appropriation by
anyone. Therefore, we do not accept the Exam ning
Attorney’s assertion that these words are the dom nant part
of each mark. On the contrary, a determ nation of
| i kel i hood of confusion cannot be based sinply on the fact
that this termis conmmon to both applicant’s and the
registrant’s marks. The remaining portions of the marks,
ANNOTATED and ONLINE, are different in appearance,
pronunci ation and connotation. Although the words are
descriptive of the respective goods and services, they are
descriptive of different facets of the goods and services.

Normal |y, of course, marks woul d not be
di stingui shabl e based on their descriptive elenments. Here,
however, we are presented with a situation in which each of
the marks at issue is made up of descriptive words. The
cited mark was registered pursuant to the provisions of
Section 2(f), a recognition that UNI TED STATES CODE
ANNOTATED was originally considered to be nerely
descriptive, and was regi stered only upon the Exam ning
Attorney’s finding that it had acquired distinctiveness.

Nevert hel ess, we cannot, in the absence of any evidence to
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t hat effect,EI treat the cited mark as a strong mark which is
entitled to a wide scope of protection against any mark
whi ch contains the words UNI TED STATES CODE.

It nmust al so be renenbered that the |likely consuners
of the registrant’s goods and applicant’s services are
those who wish to do | egal research. These consuners nust
be considered careful as well as sophisticated. They wll
be famliar with the United States Code, and will not
assune a common source even for related goods and servicesEI
sinply because both marks contain this term Rather, they
will look to the other elenents in the marks. These
addi tional elenents, even though descriptive, are
different, and these differences are sufficient, given the

weaknesses of both marks, to avoid confusion. W would

* The Examining Attorney states that the fame of the registered

mark is one of the relevant factors and inplies, with her
statenent that “the other factors cannot be consi dered because no
rel evant evi dence concerning those factors is contained in the
record,” brief, p.3, that there is evidence on the factor of

fane. However, no such evidence has been submtted.

®> The Examining Attorney asserts in her brief that both
applicant and the registrant are “offering the rel evant services
on-line.” Although the Exam ning Attorney has subnmitted copies
of other registrations owned by the registrant for conputerized
| egal research services, the cited registration is for goods,
i.e., a series of annotated books and panphlets, and there is no
i ndication that registrant offers any conputerized or on-line
research services under the cited mark. While we do not dispute
that applicant’s goods and the registrant’s services are rel ated
in view of their simlar subject matter and class of consumers,
much of the Examining Attorney’s argunents relating to the
channel s of trade, marketing practices, and so on, appear to be
based on the notion that the cited registration is for services.
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al so point out, in view of the cases cited in the Exam ning
Attorney’s brief, that this is not a situation in which
applicant has appropriated the mark of the registrant in
its entirety, and nerely added descriptive wording to it.

| nst ead, applicant has taken a phrase which is included in
the registrant’s mark but is not the mark in its entirety,
a phrase, noreover, which is the official termfor the
subject matter of its service, and added to it a
descriptive termwhich is different fromthat in the cited
regi stration.

Accordingly, we find that applicant’s use of UN TED
STATES CODE ONLINE for its identified services is not
likely to cause confusion with the cited registration for
UNI TED STATES CODE ANNOTATED.

Deci sion: The refusal based on Section 2(e)(1) of the
Act is affirmed; the refusal based on Section 2(d) of the

Act is reversed.



